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Filing Date: 04/17/2001 
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Certificate of Transmission under 37 CFR 1 .8 
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States Patent and Trademark Office (Fax No. 703-872-9306) 
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Date 
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Palaiyur S. Kalyanaraman, Reg. No. 34, 634 
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U.S. Patent and Tradamgrk Offlca: U.S. D6PARTME^fT OF COMMSRCe 



' FEE TRANSMITTAL 
for FY 2004 

QfcoiVe 101O1IZOO3. Patent fee* bi-b subjem to annual mvtsion. 


Complete if Known ^ 


Application Number 


09/836,636 


Filing Oal« 


04/17/2001 


First Named Inventor 


Srifcanth Venkatraman 


1 ] Applicant clafms small entity status. See 37 CFR 1.27 


Eiiamlner Name 


D. Lukton 


Art Unit 


1653 


^ TOTAC AMOUNT OF PAYMEMT ($) 200.00 


Attorney Ddcket No. . 


IH01155K J 



METHOD OF PAYMENT (chech aUthet apply) 



FEE CALCULATION (continued) 



Qoieetc Crediieaid □ Oth»r | [None 

Deposit Aecount- 



3. ADDITIONAL FEES 



Uraw Entity 



AccourU 
Number 
□sposil 

Nam» 



19-0365 



Schering'Plougli Corporatioa 



The Director Is Aulftorized ttj: (ctioCH all th^t appfy) 

3ciwxg9 faeii) mdic»te<l botaw ' ^ Credft any ovarpaymenis 

^charge ptjy addrlionat fee(») or any unacrp^ymenl t>r/eo(s) 

'"{chatge 1«e(«J indicBled CibIcw. except Cof the filing fB« 

tp th^ aboVA-identifiaci dBptrtH acco Jnt. 



FEE CALCULATION 



1. BASIC FIUNG FEE 

Larga Entity Small Entity 

CDdB"{« " 

1001 77Q 

1002 340 
lOCq 530 
IDM 770 
1005 leo 




Fee (?B*crtptfp|i 

Utility filing lea 
I^'rgn filing fee 
Plant Kiing fe« 
Rsissuc tiling fiaa 
Pf'wis.ionaf niing foa 



f 89 Paid 



SUBTOTAl, (1) I ($) 0.00 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Feefrain 

, , eJrtra^Jaim* hetaw Foft Pal.d 

Total Clarms I I .20" a ) I X _ 

<.dap|nden, Q 

Multiple Dependom f [ =^ 




tarae Entity 



F«» Fee 

1202 ie 

1201 B6 

1$03 Z90 

1204 66 

12DS 18 



Small Entity 



Fee Fee 
Coda 1$) 

2202 9 



Fta DaSBrlDHon 



Claim? in BXMsB of 20 
Z201 A3 Independent chiima in excass of J 
2203 1-45 Multiple dapondsnt daim. if not paid 
-43 



Feb Fa» 
Code ($) 

1051 135 

Aosa so 

1053 130 
1912 5.520 
180* 920' 

1805 1,840 

12S1 110 
125Z A20 

1253 950 

1254 1.460 

1255 2,010 

1401 330 

1402 330 

1403 290 
1451 i.Sio 
M52 110 
1453 1,330 
1SD1 1,330 
1602 4ao 

640 
130 
SO 
ISO 
40 
770 



1S03 
14$0 

ieo7 

1806 

eoai 

ISDO 



2204 
2205 



" R^eae- indepondent dairas 
ovei" original pWeni 

" RaissuB daims In ajrcesB of 20 
and ovar orisinai patent 



1610 770 

1M-t 770 
1S02 900 



Small Enatv 



Fee 08$cr1ptlon 



Coif it) 

2051 e$ . surdiarga - lata fiVng fee orraih 

2052 2B Su^c^BIB» - lata prmrlsionBl fliing tea oi 

covar sheet 
10S3 130 Nan-English epadfiealian 
1612 2.520 For ming a requsat fer sJr^iWa reexominstion 

1604 920* RoqUBsHng pufalicallon of SIR pnor to 
Exanvin«r action 

laD5 1.940* Reqiia^ting Pdblieation of SIR after 
Examiner action 

2251 55 Extenalon for reply within flrst mQnIli 

2252 210 EKlenaiofi for nsply luittiin second moeim 

2253 475 ExlsnaiQn fbr reply within tnird month 
Z254 740 ExlSnsion ibr raply within fourtti monlh 
2255 1,005 ^Xtonilonfu' reply within fifth rncinlh 

2401 1E5 Notice of Appeal 

2402 165 Filing a brie/ in auppnrt of an appeal 

2403 14S Request >cr oral hearing 

1451 1,510 (Petition to Insirtute a putific ute procaaOfng 

2452 i$ Pttitien to revive - unnvoidablo 

2453 065 PatiUcxi Mvlv« - unlntanHonal 

2501 SE5 Ufility isBue fee (orrstuue) 

2502 240 Design Issue tea 

2503 320 Plant tssua fB» 

1460 130 Petib'cmi to the CammiBSlonar 

1f)07 50 Pmcessing le? und#r 37 CFR 1-17(q) 

1 805 lao 3ubniiMion Bt Infonnellan Disel&a Stmt 
8021 



^f. Raeerdins each patent asdsnmanl p*f 
property <titnas number of propartics) 

290O 385 f^^nn a sutprniBSlon after final rejection 
CF 



SUBTOTAL (2) |(£) 0.00 | 



(37 CFR 1, 129(a)) 

2910 345 For eacfi additional invenbon (0 ba 
WraminBd (37 CFR 1. U9(b)) 

385 Request for Conllnusd Cxaminatjan (F^CE) 

900 Rec|Me<l for sxpedHed exajnlnadAn 
of d dffsign application 

othsr fee Cspeetiy) Petition for Patent Term Adjustment 



2B01 
1805 
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Palaiyur S. Kalyanaraman 


1 Rsgialratian No. L,/, f-iA 
1 fAltamayfAnonn F'f.OJf 


rafephono 908-298-5068 
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USf>TO to pracMB) an application. ConfWonfialily is govamed By 35 U.E.C. 122 and 37 CFR 1.14. This eotlactiob ra •tllmflttd to lake 12 minute* lo compleie. 
including gattwilng. p/ftparing. and submitting the eompletad appliCBlion foirn lo th* USPTO. Tlma wlH vary depending upon lha Individual cast. Any cammenls on 
the amount cl bme you raquirc to ixtfnplat* this forni and/or sugowtlon^ for reducing this burden, should be sanl lo Ihe Chief Irtformallon Officer. U.S. PateriL and 
Trade/Via* Office. U.S. Department of Commarce, P.O. Box 1450, Alenandrla. VA 22313-1450. DO NOT SSHO FEES OR COMPLETED FORMS To THIS ADDRESS 
SENS TO: CommiaBlonarforPaleitts, P.O.Box 1450, Alaxandrla, VA 22313-145(1. 
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PATENT CASE 
IN01155K 



CEMTE 

2004 



IN THE UNJTED STATES PATENT AND TRADEMARK OFFICE i 




Examiner D. Lukton 
Group Art Unit: 1653 



In re Application of: 
S. Venkatraman et al. 
Serial No.: 09/836,636 
Filed: April 17, 2001 

For: "Macrocyclic NS3-Serine Protease 
Inhibitors of Hepatitis C Virus 
Comprising AlkyI and Aryl 
Alanine P2 Moieties" 

. , . X 

Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 
Mail Stop: Petition 

APPLICATION FOR PATENT TERM ADJUSTMENT (NCLUPING REQUEST 
FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT iNDtCATED 
IN NOTICE OF ALLOWANCE (37 C.F.R. S 1.705Kb) 

Sir: 

1 . This is a request for reconsideration of the patent term 
adjustment of 132 days indicated in tiie Determination of Patent Term 
Adjustment Under 35 U.S.C. §1 54(b) tl^at was attached to the Notice of 
Allowance mailed on March 10, 2004 in the present case. It is respectfully 
submitted that Applicants be afforded a patent term adjustment of 406 days. 

2. The issue fee has not yet been paid. 

3. Applicants submit herewith a "Statement of the Correct Patent 
Term Adjustment; Grounds Under 37 C.F.R. § 1 .702 For the Adjustment" (37 
C.F.R. § 1.705 (b) (2)(i) and (ii)). 

4. Any patent granted on this application (37 C.F.R' § 1.705 (b) 
(2)(iii)) is not subject to a terminal disclaimer. 

5. As to circumstances during the prosecution of this application 
constituting a failure to engage in reasonable efforts to conclude processing 
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or examination of the above-identified patent application as set forth in (37 
C.F.R. § 1.704 (37 C.F.R. § 1.705 (b) (2)(iv)): there was none (37 C F R § 
1.705 (b)(2)(iv)(B). ^ 

n L "^"^'"^ § ^-^SOX required by 

(37 C.F.R. § 1 .705 (b) (D). and any additional fees, may be charged to 

Depos.t Account NO. 19-0365. A Fee Transmittal Form Is enclosed. Any 
reftjnd m fees may be credited to the same Deposit Account 



March 23. 2004 
Schering-Plough Corporation 
2000 Galloping HiN Road 
Patent Department. K-6-1. 1990 
Kenilworth, NJ 07033 
Tel: (908) 298-5068 
Fax: (908) 298-5388 



Respectfully submFtted, 




Dr. PalaiyurS. Kalyanaraman 
Attorney for Applicants 
Reg. No, 34,634 
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PATENT CASE 
IN01155K 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

X 



In re Application of: 
S. Venkatraman et al. 
Serial No.:09/836,63e 
Filed: April 17,2001 

For. "Macrocyclic NS3-Serine Protease 
Inhibitors of Hepatitis C Virus 
Comprising AlkyI and Aryl 
Alanine P2 Moieties" 



Examiner: D. Lukton 
Group Art Unit: 1653 



Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 
Mail Stop: Petition 



STATEMENT OF THE CORRECT PATENT TERM ADJUSTMENT: 
GROUNDS UNDER 37 C.F.R. S 1.702 FOR THE ADJUSTMENT ^37 C.F.R. S 

1.705 ^b)f2Ki) AND (ill) 

Sir: 

1 . This statement is being submitted in support of the 
"APPLICATION FOR PATENT TERM ADJUSTMENT INCLUDING REQUEST 
FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT INDICATED 
IN NOTICE OF ALLOWANCE (37 C.F.R. § 1.705)" to which this statement is 
attached. 

37 C.F.R. § 1.7Q5 fb)f2)m 

2. The patent term adjustment shown on the Determination of 
Patent Term Adjustment Under 35 U.S.C. § 154(b) that was attached to the 
Notice of Allowance is 132 days. Applicants believe that this determination of 
132 days is an error, due to improper calculations based on the entries in 
"PALM" by the USPTO. It is respectfully submitted that the correct patent term 
adjustment under 37 C.F.R. § 1.702 is 406 days. 

37 C.F.R. S 1.705 (b)f2)ffi) 

3. The basis on which Applicants seek adjustment is as follows: 
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A. Adjustment is sought for entry number 23 (non-final rejection 
)dated May 5, 2003, which paper acknowledged, for the first time. Applicants' 
Response to Election/Restriction (entry numberl 6) that Applicants filed on 
April 29, 2002. Since this is clearly more than the 4-month PTO Response 
under 35 U.S.C. § 132 to Applicant's Reply by 283 days, a credit of 283 
days is due Applicants (37 C.F.R. § 1.703(a)(3)). None of the intervening 
papers acknowledged Applicants' Response to Election/Restriction (entry 
number 16). 

B. Adjustment is sought for the projected issue date of September 
21 , 2004 which would be 157 days past the 3-Year PTO issue of Patent (37 
C.F.R. § 1.702 (b) and 37 C.F.R. § 1.703 (b)). The projected issue date of 
September 21 , 2004 is theTuesday before the end of 28 weeks from the date 
of Notice of Allowance. Under the PTO Rules, the 3-year period for issue 
ends on April 17, 2004, Thus, a credit of 157 days is due Applicants. 

Thus, a total of (233 + 157=) 440 days is due as credit to Applicants. 

C. Subtracting the debit of 34 days (entry number 1 6) in PALM, 
Applicants are entitled to a net credit of 406 days. 

4. A copy of the Analysis Summary Report calculated by a 
commercial sofhvare as well as the Patent Term Adjustment History from 
PAIR are attached. 

Applicants respectfully request a favorable decision on the patent term 
adjustment of 406 days in this case. 

IVlarch 23, 2004 
Schering-Plough Corporation 
2O0G Galloping Hill Road 
Patent Department, K-6-1, 1990 
Kenrlworth, NJ 07033 
Tel: (908) 298-5068 
Fax: (908) 298-5388 



Respectfully submitted. 




Dr. PalaiyurS. Kalyanaraman 
Attorney for Applicants 
Reg. No. 34,634 
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Patent Term Adjustment (PTA) for publication number: 

09/836,636 








Days 


Filing or 371 (c) Date: 


04-17-2001 


USPTO Delay (PTO): 


166 


Issue Date of Patent: 




Three Years: 




Pre-lssue Petitions (days): 


+0 


Applicant Delay (APPL): 


34 


Post-Issue Petitions (days): 


+0 


Total PTA: 


132 


USPTO Adjustment (days): 


+0 


Explanation of Calculations 






Other Links 




mm 



IflfUllAVUUUQ 

comlaotsj 



Select Sgarch Option 



Continuity Data 



Display Refsrenges 
liTiage File Wrapper 
File History 
Publication Review 
Published Documents 



Patent Term Adjustment History 


Number 


Date 


Contents Description 


PTO 

(days) 


APPL 

(days) 


43 


03-10-2004 


Mali Notice of Allowance 






42 


03-10-2004 


Mail Examiner Interview Summary 
fPTOU-413) 






41 


03-08-2004 


Issue Revision Completed 






40 


03-08-2004 


Notice of Allowance Data Verification 
Completed 






39 


03-08-2004 


Case Docketed to Examiner in GAU 






38 


03-08-2004 


Notice of Allowability 






37 


03-02-2004 


Examiner Interview Summary Record 
CPTOL-413) 






36 


01-21-2004 


IFW Amended case processing 
Complete 






35 


01-21-2004 


Date Forwarded to Examiner 






34 


12-19-2003 


Response after Non-Final Action 






33 


11-21-2003 


infonnation Disclosure Statement (IDS) 
Filed 






32 


11-13-2003 


Mail Non-Final Rejection 






31 


11-13^003 


Non-Final Rejection 






30 


10-16-2003 


Date Forwarded to Examiner 






29 


10-06-2003 


Response after Non-Final Action 






28 


07-23-2003 


iVIaii Non-Final Rejection 






27 


07-22>^003 


Non-Final Rejection 






OR 


Aft-QC.OnA'l 









httpV/pair-direct.uspto.gov/cgi-biii/fiiiayptaliist.pl 
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25 


06>-24-2003 


Response after Non-Final Action 






24 


05-0a-2003 


Mall Non-Final Rejection 






23 


05-05-2003 


Non-Final Rejection 






22 


03-14-2003 


Date Forwarded to Examiner 






21 


03;04-2003 


Response to a Letter to Comply with the 
Sequence Rules 






20 


03-12-2003 


CRF Is Good Technically / Entered Into 
Datab35se 






19 


02-11 >2003 


Mail I t*itnr Raouirino CRF fUnraadable 
Non-Compliant, Not Submitted) 


166 




18 


02-10-2003 


PRF DiclCAttp Unreadable / Did Not 

Comply f Required but Not Submitted 


mm 

□ 




17 




rintA Fnrwarded to Examiner 






16 


D4-29-2U02 


F^esponss to tiecnon / rwsinciion riieo 


LI 


Id 


13 


04-10-2002 


Mail Notice of intormal or Non- 
Responsive Amendment 




n 


12 


03-26-2002 


Preliminary Amendment 




rr 


11 


04-10<2O02 


Date Forwarded to Examiner 




IT 






Informal or Non-Responsive 
Amendment after Examiner Action 




m-M 


10 


03-26-2002 


Response to Election / Restriction Filed 






9 


02-19-2002 


Mail Restriction Requirement 






8 


02-15-2002 


Requirement for Restriction 7 Election 






7 


07-30-2001 


ftffldavit(s) (Rule 131 or 132) or Exhibit 
(s) Received 






6 


08-09-2001 


Information Disclosure Statement (IDS) 
Filed 






5 


06-30-2001 


Case Docketed to Examiner in GAU 






4 


06-26-2001 


Application Dispatched from OIPE 






3 


06-25-2001 


Correspondence Address Change 






2 


04-29-2001 


IFW Scan & PACR Auto Security Review 






1 


04-17-2001 


Initial Exam Team nn 
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